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Remarks/Arguments 

The Examiner has rejected claims 1 - 2 and 29 - 33 under 35 U.S.C. § 103(a) as being 
unpatentable over Qian (US Patent 6,077,846 ("'846") in view of Krause et al., Kooyman et al., and 
Schrattenholz et al. The Examiner further rejects claims 34 - 60 as being unpatentable over Qian 
(US Patent 6,077,846 ( ,M 846 M ) in view of Krause et al., and Kooyman et al. 

The Examiner states, "While Qian et al., do not teach the addition of a positive modulator 
of a nicotinic receptor agonist in the prior art invention, Qian et al., do suggest the use of additional 
agents in the prior art composition. See USPN '846, col. 10, lines 36 - 40." 

First, Applicants respectfully point out that '486 makes no mention whatsoever of nicotinic 
receptor modulators. US '486 is concerned with nicotinic receptor agonists and particularly with 
epibatine and derivatives thereof. Accordingly, Applicants respectfully request that the Examiner 
withdraw and reconsider the rejection. Applicant makes this request on the grounds that the cited art 
is not analogous art as defined by the holdings of the Federal Circuit. As explicated in the MPEP: 

Analogous art depends upon the necessary essential function or utility of the subject 
matter covered by the claims and not upon what they are called (MPEP 
§ 904.01(c)). 

Further, section 2141.01(a) of the MPEP recites a holding of the Federal Circuit as follows: 

"In order to rely on a reference as a basis for rejection of an applicant's invention 
the reference must either be in the field of the applicant's endeavor or, if not, than 
be reasonably pertinent to the problem with which the inventor was concerned." In 
re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443, 1445 (Fed. Cir. 1992). 

Applicant respectfully submits that the cited art, namely Qian et al., (U.S. '486), is in the 
field of art concerned with nicotinic receptor agonists. 

In contrast, the present invention is directed to nicotinic receptor modulators which act in a 
different way, act at different sites and which would be administered for different purposes. 

Therefore, Applicant respectfully asserts that the cited reference is not in the field of the 
applicant's endeavor, neither is it reasonably pertinent to the problem with which the inventors were 
concerned. 

Second, the lines in '486, cited by the Examiner state: 

"It should be understood that in addition to the ingredients particularly mentioned 
above the formulation of this invention may include other agents conventional in 
the art having regard to the type of formulation in question, for example, those 
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not provide support for the three basic criteria that must be met to establish a prima facie case of 
obviousness. The three basic criteria are: First, there must be some suggestion or motivation, 
either in the references themselves or in the knowledge generally available to one of ordinary skill 
in the art, to modify the reference or to combine reference teachings. Second, there must be a 
reasonable expectation of success. Third, the prior art reference (or references where combined) 
must teach or suggest all claim limitations. (Manual of Patent Examining Procedure, Rev. 2, July 
1996 §2142). 

Simply stated, the present invention concerns compounds that have new and different 
activities not disclosed or taught in any of the references cited by the Examiner when such 
references are taken alone or in combination. Therefore, Applicant respectfully requests that the 
Examiner withdraw the rejection of claims one of the present application on obviousness grounds 
under 35 U.S.C.S 103. 



Respectfully submitted 



Dated: September 





Kenneth F. Mitchell, Ph.D. 
Attorney for Applicants 
Reg. No. 42,007 
Telephone: 302/886-7466 
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